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This examination addresses provisions of the Patent Statute, regulations and MPEP which were not
changed as a result of the enactment of the American Inventors Protection Act of 1999, Pub. L. No. 106-
113 (*Act”). This examination also does address and test changes to the Patent Statute or regulations
brought about by the enactment of the Act. Some, but not al, questions use the statute and rules,
comments to the rules, and guidelines in place subsequent to November 28, 1999, including the following
rule changes and guidelines in effect on or before January 20, 2001:

?

Reguest for Continued Examination Practice and Changes to Provisiona Application Practice; Final
Rule. 65 FR 50092 (Aug. 16, 2000) (including the adoption of changes set forth in Interim Rule, 65 FR
14865 (Mar. 20, 2000) to 88 1.7, 1.17(e) and (i), 1.53(d)(1), 1.78(a)(3), 1.97(b), 1.104(c)(4), 1.113,
1.116, 1.198, 1.312, and 1.313(a), (b), (c)(1), (c)(3), and (d)).

Changes to Permit Payment of Patent and Trademark Fees by Credit Card; Fina Rule. 65 FR 33452
(May 24, 2000).

Revision of Patent Fees for Fiscal Year 2001; Fina Rule. 65 FR 49193 (Aug. 11, 2000).

Changes To Implement the Patent Business God's, Final Rules. 65 FR 54604 (Sept. 8, 2000).

Changes to Implement the Patent Business Godls, Final Rule and corrections to fina rules. 65 FR
78958 (Dec. 18, 2000).

Changes to Implement Patent Business Goals; Final Rule, Correction. 65 Fed. Reg. 80755 (Dec. 22,
2000).

Changes To Implement Patent Term Adjustment Under Twenty-Y ear Patent Term; Final Rules. 65 FR
56366, (Sept. 18, 2000).

Changes to Implement Eighteen-Month Publication of Patent Applications; Final Rule. 65 FR 57024
(Sept. 20, 2000).

Changes To Implement EighteenrMonth Publication of Patent Applications; Correction. Final Rule;
correction. 65 FR 66502 (Nov. 6, 2000).

Treatment of Unlocatable Patent Application and Patent Files, Final Rule. 65 FR 69446 (Nov. 17,
2000).

Simplification of Certain Reguirements in Patent Interference Practice; Fna Rule. 65 FR 70489
(Nov. 24, 2000).

Reestablishment of the Patent and Trademark Office as the United States Patent and Trademark
Office, 65 Fed. Reg. 17858 (April 5, 2000).

Guidelines Concerning the Implementation of Changes to 35 U.S.C. 102(g) and 103(c) and the
Interpretation of the Term “Original Application” in the American Inventors Protection Act of 1999,
1233 O.G. 54-56 (April 11, 2000).

Supplemental Examination Guidelines for Determining the Applicability of 35 U.S.C. 112, para. 6, 65
Fed. Reg. 38510-38516 (June 21, 2000); 1236 O.G. 98-104 (July 25, 2000).

Guidelines Setting Forth a Modified Policy Concerning the Evidence of Common Ownership, or an
Obligation of Assignment to the Same Person, as Required by 35 U.S.C. 103(c), 1241 O.G. 96-97
(December 26, 2000).

Assignment of Confirmation Number and Time Period for Filing a Copy of an Application by EFS for
Eighteen-Month Publication Purposes, 1241 O.G. 97-98 (December 26, 2000).

Utility Examination Guidelines, 66 F.R. 1092-1099 (January 5, 2001).

Guidelines for Examination of Patent Applications Under the 35 U.S.C. Sec. 112, para. 1 “Written
Description” Requirement 66 F.R. 1099-1111 (January 5, 2001).
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1.

Office policy has consistently been to follow Grahamv. John Deere Co., 383 U.S. 1, 148

USPQ 459 (1966), in the consideration and determination of obviousness under 35 U.S.C. § 103.
Each of the following are the four factual inquires enunciated therein as a background for
determining obviousness except:

2.

(A)[ |Determining the scope and contents of the prior art.
(B)| |Resolving any issue of indefiniteness in favor of clarity.

(O JAscertaining the differences between the prior art and the claimsin issue.
(D)[ |Resolving the level of ordinary skill in the pertinent art.
(B) Evaluating evidence of secondary considerations.

You are aregistered practitioner. Earl, your new associate, has been assigned the task of

filing information disclosure statements for patents and publications submitted by a client Tony,
who is the named inventor on several patent applications, all of which were filed on or after
January 1, 2001. Earl wants to know what information must be included on the information
disclosure statements. Which of the following is not accurate with respect to proper USPTO
procedure?

(A) I If anon-English reference is submitted in an information disclosure statement, the
applicant shal include a copy of the trandation if a written English-language
trandation of a non-Englishlanguage document, or portion thereof, if it iswithin
the possession, custody, or control of, or is readily available to any individua
designated in 37 CFR 1.56(c).

(B) []Each U.S. patent listed in an information disclosure statement must be identified
by inventor, application number, and issue date.

© I:I Each publication listed in an information disclosure statement must be identified
by publisher, author (if any), title, relevant pages of the publication, date, and
place of publication.

(D) [[JWhen the disclosures of two or more patents or publications listed in an
information disclosure statement are substantively cumulative, a copy of one of
the patents or publications may be submitted without copies of the other patents
or publications, provided that it is stated that these other patents or publications
are cumulative.

(E) []A copy of any patent, publication, pending U.S. application or other information
listed in an information disclosure statement is required to be provided, even if the
patent, publication, pending U.S. application or other information was previously
submitted to, or cited by, the Office in an earlier application, unless: (1) the earlier
application is properly identified in the information disclosure statement and is
relied on for an earlier effective filing date under 35 U.S.C. §120; and (2) the
information disclosure statement submitted in the earlier application is in full
compliance with appropriate regulations.
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3. Which of the following is not in accordance with proper USPTO practice and procedure
regarding patent applications filed in October 20017

(A)[JIf a U.S. patent application publication or patent incorporates by reference, or
includes a specific reference under 35 U.S.C. 88 119(e) or 120, to a pending or
abandoned application, a copy of that applicationas-filed may be provided to any
person upon written request including the fee set forth in 37 CFR 1.19(b)(1).

(B) [] If the claim for priority or the certified copy of the foreign application is filed
after the date the issue fee is paid, it must be accompanied by the processing fee
set forth in 37 CFR 8 1.17(i), but the patent will not include the priority claim
unless corrected by a certificate of correction under 35 U.S.C. § 255 and 37
CFR 1.323.

(C)|:| In an application that entered the national stage from an international application
after compliance with 35 U.S.C. § 371, the claim for priority must be made during
the pendency of the application and within the time limit set forth in the PCT and
the Regulations under the PCT.

(D) (] Theclaim for priority and the certified copy of the foreign application specified in
35 U.S.C. 8§119(b) or PCT Rule 17 must, in any event, be filed before the
examiner alows the claims.

(B) []f an international application, which designates the U.S. and which has been
published in accordance with PCT Article 21(2), incorporates by reference or
claims priority under PCT Article 8 to a pending or abandoned U.S. application, a
copy of that applicationas-filed may be provided to any person upon written
request including a showing that the publication of the application in accordance
with PCT Article 21(2) has occurred and that the U.S. was designated, and upon
payment of the appropriate.

4, Assuming a PCT international application has been filed by a resident of France
designating the U.S., a written request for a copy of will be honored upon a
showing that the international application was published in accordance with PCT Article 21(2)
and the appropriate fee was paid. Fill in the blank with the answer that accords with proper
USPTO practice and procedure.

(A) ] the home copy, where the international application was filed with the U.S.
Receiving Office

(B) [ the search copy, where the U.S. acted as the International Searching Authority

(C)Dthe examination copy, preliminary to issuance of the Internationa Preliminary
Examination Report, where the U.S. acted as the International Preliminary
Examination Authority, and the U.S. was elected

(D) [Ithe English language trandation of the home copy, where the international
application was filed with the U.S. Receiving Office

(E) [_] the English language translation of the examination copy, preliminary to issuance
of the International Preliminary Examination Report, where the U.S. acted as the
International Preliminary Examination Authority, and the U.S. was elected
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5. You have agreed to represent an independent inventor in connection with a patent
application that was filed in the USPTO by the inventor on a pro se basis. As filed, the
application included a detailed written description that, when viewed together with four
accompanying color photographs, enabled one of ordinary skill in the pertinent art to make and
use the invention. The application was filed with an inventor’s declaration in compliance with
37 CFR 1.63, a smal entity statement (independent inventor) under 37 CFR 1.27, and al
necessary small entity filing feess. MEGACORP, a very large multi-national corporation,
licensed rights in the invention after the application was filed.

Y ou have been asked to suggest steps to remove any formal objections that can be expected from
the patent examiner, without incurring unnecessary government fees. You determine that the
first color photograph is the only practical medium by which to disclose certain aspects of the
clamed invention, but that the substance of the remaining photographs could readily be
illustrated through ordinary ink drawings. You correctly recall that the Office announced in the
Officia Gazette in May 2001 (1246 OG 106) that it is sua sponte waiving 37 CFR 1.84(a)(2)(iii),
and is no longer requiring a black and white photocopy of any color drawing or color
photograph. Which of the following represents the most reasonable advice to the independent
inventor?

(A) [] Submit a request for approval of drawing changes wherein the first photograph is
labeled “Figure 1’ and the remaining photographs are cancelled in favor of
corresponding ink drawings labeled Figures 2 through 4; and immediately
withdraw the claim for small entity status because of the license to MEGACORP.

(B) [] Submit arequest for approval of drawing changes wherein the first photograph is
labeled “Figure 1" and the remaining photographs are cancelled in favor of
corresponding ink drawings labeled Figures 2 through 4; and submit a petition for
acceptance of Figure 1 in the form of a color photograph along with three sets of
the color photograph, a proposed amendment to insert language concerning the
color photograph as the first paragraph of the specification and the required
petition fee. The photographs must be sufficient quality that al details in the
photographs are reproducible in a printed patent.

(© DSubmit arequest for approval of drawing changes wherein the first photograph is
labeled “Figure 1’ and the remaining photographs are cancelled in favor of
corresponding ink drawings labeled Figures 2 through 4.

(D) [L]Immediately withdraw the claim for small entity status because of the license to
MEGACORP and submit to the USPTO the difference between the small entity
filing fee and the large entity filing fee.

(E)[_] File a rewritten application as a continuation application including a color
photograph as Figure 1, ink drawings as Figures 2-4, a new inventor’ s declaration
and a small entity filing fee.
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6. In connection with the utility of an invention described in a patent application, which of
the following conforms to proper USPTO practice and procedure?

(A)[JA deficiency under 35 U.S.C. § 101 also creates a deficiency under 35 U.S.C.
8§ 112, first paragraph.

(B) [] To overcome arejection under 35 U.S.C. § 101, it must be shown thet the claimed
device is capable of achieving a useful result on al occasions and under all
conditions.

(C)|:| A claimed invention is properly rejected under 35 U.S.C. §101 as lacking utility
if the particular embodiment disclosed in the patent lacks perfection or performs
crudely.

(D) [ ] To overcome a rejection under 35 U.S.C. 8101, it is essentia to show that the
claimed invention accomplishes al its intended functions.

(E) L] A claimed invention lacks utility if it is not commercially successful.

7. Sue has discovered a plant variety that has been asexualy reproduced for which she
desires patent protection. She comes to you for advice as to how she may file for a plant patent.
Which of the following is not accurate with respect to proper USPTO procedure in relation to
plant patent applications filed on or after January 1, 2001?

(A) (I The specification must be drafted so as to contain as full and complete a
disclosure as possible of the plant and the characteristics thereof that distinguish
the same over related known varieties, and its antecedents, and must particularly
point out where and in what manner the variety of plant has been asexualy
reproduced. For a newly found plant, the specification must particularly point out
the location and character of the area where the plant was discovered.

(B)[] View numbers and reference characters must be used for the plant patent
drawings unless excused by the examiner.

(© |:|The elements of her plant application should be organized in the following order:
(1) plant patent application transmittal form, (2) fee transmittal form,
(3) application data sheet, (4) specification, (5) drawings (in duplicate), and
(6) executed oath or declaration under 37 CFR 1.162.

(D) DThe specification should include the following sections in order: (1) title of the
invention, which may include an introductory portion stating the name,
citizenship, and residence of the applicant, (2)crossreference to related
applications (unless included in the application data sheet), (3) statement
regarding federally sponsored research or development, (4) latin name of the
genus and species of the plant claimed, (5) variety denomination, (6) background
of the invention, (7) brief summary of the invention, (8) brief description of the
drawing, (9) detailed botanical description, (10) a single claim, and (11) abstract
of the disclosure.

(B) []A section heading in upper case, without underlining or bold type, should precede
each section of the plant specification.
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8. Joan comes to you wanting to know the status of the applications of her competitor Pete.
During Joan’s previous relationship with Pete she believes she may have been a coinventor on
one of the applications filed by Pete. Pete owns Applications A, B, C and D. Application B isa
continuation of application A and a redacted copy of application A has been published under 35
U.S.C. 8§122(b). Joan is listed as a coinventor on Application C. Pete has an issued patent that
claims priority to Application D. Assume only the last six digits of the numerical identifier are
available for Application D and Application D is abandoned. Which of the following is not true?

(A) []Joan may obtain status information for Application B that is a continuation of an
application A since application A has been published under 35 U.S.C. § 122(b).

(B) ] Joan may be provided status information for Application D that includes the filing
date if the eight-digit numerical identifier is not available and the last six digits of
the numerical identifier are available.

© |:|Joan may obtain status information for Application D since a U.S. patent includes
a specific reference under 35 U.S.C. 8120 to Application D, an abandoned
application. Joan may obtain a copy of that application-as-filed by submitting a
written request including the fee set forth in 37 CFR 1.19(b)(1).

(D) DJoan may obtain status information as to Application C since a coinventor in a
pending application may gain access to the application if his or her name appears
as an inventor in the application, even if she did not sign the §81.63 oath or
declaration.

(E) []Joan may obtain access to the entire Application A by submitting a written
request, since, notwithstanding the fact that only a redacted copy of Application A
has been published, a member of the public is entitled to see the entire application
upon written request.

0. John, unaware of the existence of Jane's U.S. patent, which issued on Tuesday, July 11,
2000, files a patent application on Friday, January 11, 2001. John’s application and Jane’s patent
are not commonly owned. On Thursday, July 11, 2001, in reply to an Office action rejecting al
of his claims, John files an amendment canceling all of his claims and adding claims setting
forth, for the first time, “substantially the same subject matter” as is claimed in Jane's patent.
The examiner rejects John's claims on the basis of 35 U.S.C. §135(b). Which of the following
statements accords with proper USPTO practice and procedure?

(A)  Thergection isimproper because 35 U.S.C. 8§ 135(b) relates to interferences.

(B)  The rejection is proper because 35 U.S.C. §135(b) is not limited to inter partes
proceedings, but may be used as a basis for ex parterejections.

(C©)  Since John's claims would interfere with Jane’'s unexpired patent, the proper
procedure is for the examiner to declare an interference rather than to reject
John’s claims.

(D)  The reection is proper merely by reason of the fact that John’s claims are broad
enough to cover the patent claims.

(E)  The rgection is improper inasmuch as John is claiming “substantially the same
subject matter” asis claimed in the patent.
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10.  After filing a Notice of Appea, an appea brief is due. In accordance with proper
USPTO practice and procedure:

(A) ] The brief is due within two months of the date of appeal, the date indicated on any
Certificate of Mailing under 37 CFR 1.8 attached to the Notice of Appedl is the
date from which this two month period is measured.

(B) (] The brief is due within two months of the date of appeal. The Office date of
receipt of the Notice of Apped is the date from which this two month period is
measured.

(C)|:| Failure to file the appeal brief within the permissible time will result in dismissal
of the appeal and abandonment of the application, including any allowed claims.

(D) |:|Failure to file the appeal brief within the permissible time will result in dismissa
of the appeal and abandonment of the application containing no allowed claims,
and an appea brief will be due within two months after the date a petition is
granted to revive the application and reinstate the appeal.

(E) []If the appellant is unable to file an appea brief within the time alotted by the
rules, appellant may file a petition, with fee, to the examining group, requesting
additional time, and the time extended is added to the last day the appeal brief
would have been due when said last day is a Saturday, Sunday, or Federa
holiday.

11. In which of the following final Office action regjections is the finality of the Office action
rejection proper?

(A) [_]The final Office action rejection is in a second Office action and uses newly cited
art under 35 U.S.C. 8§ 102(b) to reject unamended claims that were objected to but
not rejected in afirst Office action.

(B) [] Thefinal Office action rejection is in afirst Office action in a continuation-in-part
application where at least one clam includes subject matter not present in the
parent application.

(C)DThe final Office action rgjection is in a first Office action in a continuing
application, al claims are drawn to the same invention claimed in the parent
application, and the claims would have been properly finaly rejected on the
grounds and art of record in the next Office action if they had been entered in the
parent application.

(D) |:|The final Office action rejection is in a first Office action in a substitute
application that contains material that was presented after final rejection in an
earlier application but was denied entry because the issue of new matter was
raised.

(E) [ _]None of the above.
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12.

You are a registered practitioner. Lucy, your new associate, wants to know whether she

must file an application data sheet with a provisional patent application of a client and what
information she should include on the application data sheet. Lucy has previously submitted an
application data sheet with a previoudy filed application for another client, but has discovered a
discrepancy with the information contained in the declaration and application data sheet. Lucy
wonders if she needs to correct the error if the correct information is contained in the declaration.
She aso asks how errors may be corrected. With respect to the filing of an application data
sheet, which of the following is not accurate under proper USPTO procedure for applications
filed on or after January 1, 2001?

13.

A) [JAN application data sheet is a sheet or sheets that may be voluntarily submitted in

either provisional or nonprovisional applications, which contains bibliographic
data, arranged in a format specified by the Office. If an application data sheet is
provided, the application data sheet is part of the provisional or nonprovisional
application for which it has been submitted.

B) [ ]Bibliographic data on an application data sheet includes: (1) applicant

information, (2) correspondence information, (3)application information, (4)
representative information, (5) domestic priority information, (6) foreign priority
information, and (7) assignee information.

(C)|:| Once captured by the Office, bibliographic information derived from an
application data sheet containing errors may not be corrected and recaptured by a
request therefor accompanied by the submission of a supplemental application
data sheet, an oath or declaration under 37 CFR 1.63 or §1.67; nor will a letter
pursuant to 37 CFR 1.33(b) be acceptable.

(D) |:|In genera, supplemental application data sheets may be subsequently supplied
prior to payment of the issue fee either to correct or update information in a
previously submitted application data sheet.

(BE) [ ] The Office will initially capture bibliographic information from the application
data sheet notwithstanding whether an oath or declaration governs the
information. Thus, the Office shall generally not look to an oath or declaration
under 37 CFR1.63 to see if the bibliographic information contained therein is
consistent with the bibliographic information captured from an application data
sheet (whether the oath or declaration is submitted prior to or subsequent to the
application data sheet).

In accordance with proper USPTO practice and procedure, a submission for a request for

continued examination does not include:

(A) (1 An amendment of the drawi ngs.

(B) ] New arguments in support of patentability.
(C)D New evidence in support of patentability.

(D)— An appeal brief or reply brief (or related papers).
(E) []An amendment of the claims.
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14.  Which of the following is not in accord with proper USPTO practice and procedure?

(A) [JA written description as filed in a nonprovisional patent application is presumed
adequate under 35 U.S.C. § 112 in the absence of evidence or reasoning to the
contrary.

(B) [] An examiner may show that a written description as filed in a nonprovisional
patent application is not adequate by presenting a preponderance of evidence why
a person of ordinary skill in the art would not recognize in the applicant’s
disclosure a description of the invention defined by the claims.

(C)|:|A general allegation of “unpredictability in the art” is sufficient to support a
rejection of aclaim for lack of an adequate written description.

(D) [JWhen filing an amendment, a practitioner should show support in the origina
disclosure for new or amended claims.

(E) [ ]When there is substantia variation within a genus, an applicant must describe a
sufficient variety of species to reflect the variation within the genus.

15. Samisasole proprietor of Sanv's Labs, which has no other employees. Sam invented a
new drug while doing research under a Government contract. Sam desires to file a patent
application for his invention and assign it to Sam's Labs. Sam les licensed Rick, aso a sole
proprietor with no employees, to make and use his invention. Sam wants to claim small entity
status when filing a patent application for his invention. Sam aso wants to grant the
Government a license, but will not do so if he will be denied small entity status. Sam has limited
resources and wants to know whether, how, and to what extent he may claim small entity status.
Which of the following is not accurate with respect to proper USPTO procedure in relation to
applicatiors filed on or after January 1, 20017?

(A)[JSam's Labs is a small business concern for the purposes of claiming small entity
status for fee reduction purposes.

B) []If Sam grants a license to the Government resulting from a rights determination
under Executive Order 10096, it will not constitute a license so as to prohibit
claiming small entity status.

(C) 1The establishment of small entity status permits the recipient to pay reduced fees
for all patent application processing fees charged by the USPTO.

(D) |:|Sam may establish small entity status by a written assertion of entitlement to
small entity status. A written assertion must: (i) be clearly identifiable; (ii) be
signed; and (iii) convey the concept of entitlement to small entity status, such as
by stating that applicant is a small entity, or that small entity status is entitled to
be asserted for the application or patent.

(E) [_]While no specific words or wording are required to assert small entity status, the
intent to assert small entity status must be clearly indicated in order to comply
with the assertion requirement.
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The following facts apply to Questions 16 and 17.

Claims 1 and 2, fully disclosed and supported in the specification of a patent application having
an effective filing date of March 15, 2000, for sole inventor Ted, state the following:

Claim 1. An apparatus intended to be used for aerating water in a fish tank, comprising:
(i) an oxygen source connected to a tube, and
(i) avalve connected to the tube.
Clam 2. An apparatus as in claim 1, further comprising an oxygen sensor connected to
the valve.

16.  Which of the following claims, if fully disclosed and supported in the specification, and
included in the application, provides a proper basis for an objection under 37 CFR 1.75(c)?

(A) L1Claim 3. An apparatus as in any one of the preceding claims, in which the tube is
plastic.

B) []clam 3. An apparatus according to clams 1 or 2, further comprising a
temperature sensor connected to the valve.

C) |:| Claim 3. An apparatus as in the preceding claims, in which the tube is plastic.

(D) [ ] Claim 3. An apparatus as in any preceding claim, in which the tube is plastic.

(B) ] Clam 3. An apparatus as in either claim 1 or clam 2, further comprising a

temperature sensor connected to the valve.

17.  Which of the following, if relied on by an examiner in a rgjection of claim 2, can be a
statutory bar under 35 U.S.C. § 102 of claim 2?

(A)[7A U.S. patent to John, issued February 2, 1999, that discloses and claims an
apparatus intended to be used for aerating ice cream, having an oxygen source
connected to a tube, a valve connected to the tube, and a battery coupled to the
oXxygen source.

(B) []A U.S patent to John, issued April 6, 1999, that discloses and claims an apparatus
intended to be used for aerating water in a fish tank, having an oxygen source
connected to a tube, a valve connected to the tube, and an oxygen sensor
connected to the tube.

(©) DA U.S. patent to Ned, issued February 9, 1999, that discloses, but does not claim,
an apparatus intended to be used for aerating ice cream, having an oxygen source
connected to a tube, a valve connected to the tube, an oxygen sensor connected to
the valve, and a battery coupled to the oxygen source.

(D) foreign patent to Ted issued April 12, 2000, on an application filed on

arch12, 1997. The foreign patent discloses and claims an apparatus intended to
be used for aerating water in a fish tank, having an oxygen source connected to a
tube, a valve connected to the tube, and an oxygen sensor connected to the tube.

(E) [_] None of the above.
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18.  Which of the following isin accord with proper USPTO practice and procedure?

(A)[] Satisfaction of the enablement requirement of the first paragraph of 35 U.S.C.
§ 112 by the disclosure in a specification also satisfies the written description
requirement of the second paragraph of 35 U.S.C. § 112

(B) ] A claim to a process consisting solely of mathematical operations, i.e., converting
one set of numbers into another set of numbers, does not manipulate appropriate
subject matter and thus cannot constitute a process eligible for patent protection.

(C)DA clam for a machine can encompass only one machine, such as a single
computer, for performing the underlying process.

(D) |:|A claim that recites nothing but the physical characteristics of a form of energy,
such as a frequency, voltage, or the strength of a magnetic field, define energy or
magnetism, per se, and as such are statutory natural phenomena.

(BE) [ JA composition of matter is a single substance, as opposed to two or more
substances, whether it be a gas, fluid, or solid.

19. Mr. Adams was touring the central Mexican highland desert when he came across a small
tequila production facility. While touring the facility, Adams saw a unique machine for
sgueezing the sap from the blue agave plant and preparing the sap for fermentation. The
machine, which had been in operation for more than three years, was highly efficient and helped
produce excellent tequila from a minimal number of agave plants. The owner of the production
facility had sold a number of identical machines to other local tequila producers over the past
two years. All of the machines remained local and none of the producers sold their tequila
outside the local area. Aware that the blue agave plant was becoming increasingly rare, Adams
immediately recognized the commercial possibilities of such an efficient machine. Adams
returned to the facility under cover of night and took numerous photographs of the machine.
Upon Adams' return to the United States, he worked from the photographs to make detailed
technical drawings of the machine. He then promptly filed a patent application directed to the
machine. Which of the following statements is correct?

(A) [JAdams may not obtain a patent on the machine because it was known by othersin
aNAFTA country before Mr. Adams made technical drawings of the machine.

(B) [[] Adams may not obtain a patent on the machine because the machine had been
sold more than ayear before Adams' application filing date.

(C)DAdams is entitled to a patent because all sales of the machine and the tequila
produced by the machine were in Mexico; a goa of the patent system is public
disclosure of technical advances, and the machine likely would not have been
disclosed to the United States public without Adams.

(D) DAdams may not obtain a patent on the machine because the machine was in public
use more than a year before Adams' application filing date.

(E) [] Statements (A), (B), (C) and (D) are each incorrect.
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20.

21.

Which of the following is true?

A) [JThe statement, ‘Whether claims 1 and 2 are unpatentable,” complies with the

requirement of 37 CFR 1.192(c)(6) for a concise statement in the appeal brief of

the issues presented for review.

(B) []A reissue application may be filed in order to broaden claims back to their
origina form where the clams were mistakenly narrowed during the original
prosecution to avoid the prior art provided that the narrowing of the claims was
made without deceptive intent on the part of the applicant.

© |:| Following a new ground of regjection raised by the Board of Patent Appeals and
Interferences, the applicant may request a rehearing, or submit an appropriate
amendment of the rejected claims or a showing of facts relating to the rejected
clams.

(D) ] If the Board of Patent Appeals and Interferences decides to require an appellant to

address a particular matter, and the appellant cannot respond within the time

period set, he may obtain an extension of time by paying the requisite fee.

(E) [JIn an ex parte reexamination proceeding of a patent that arises from an

application filed in the United States before November 29, 1999, a third party
requester who is dissatisfied with a decision of the Board of Patent Appeals and
Interferences may seek judicia review by appea to either the U.S. Court of
Appeals for the Federal Circuit or by civil action in the U.S. District Court for the
District of Columbia

An inventor, working with prior art subject matter, changes the subject matter, and

thereafter files a patent application only claming the changed subject matter. Which of the
following changes might render the claimed subject matter patentable?

(A) [CJWhere the only difference between the prior art device and the claim device was a

recitation of relative dimensions of the claimed device and the claimed device
would not perform differently than the prior art device.

B) []Where the only difference between the prior art device and the claimed device is

the configuration of the claimed device, and the configuration is a matter of

choice without significance regarding the use of the device.

© DWhere the difference between the prior art, an impure material, and the claimed
subject matter, the purified form of the impure materia, is the purity of the
material and the utility of the purified material, which differs from the impure
material.

(D) ™ Where the only difference between the prior art device and the claimed deviceisa
reversa of the parts that move relative to each other, and without any unexpected
results.

(E) [_] Where the only difference between the prior art device and the claimed device is

elimination of an element and its function, and elimination of the function was

desired, required, or expected.
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22.  Tony, an inventor/client in several pending applications which you have filed, comes to
you with severa publications and patents which he has discovered for the first time while
cleaning out his brother-in-law’s attic last week. Tony’s brother-in-law was not an individua
within the scope of 37 CFR 1.56. Tony’s brother-in-law has what appears to be material prior art
for four of Tony’'s applications, A, B, C and D. Tony wants to know if it is too late to file
information disclosure statements to have the examiner consider the information. Tony aso
wants to know if he does file an information disclosure statement, is he making a statement that a
search has been conducted and that the items he discovered are material? Application A was
filed two months ago and no Office action has issued. Application B was filed six months ago
and a first, nonfinal, action has issued. In Application C, a Notice of Allowability has issued
and the issue fee has not been paid. In Application D, a Notice of Allowability has issued and
the issue fee has been paid. Which of the following is not true with respect to the proper USPTO
procedure in relation to Tony’s applications, al of which were filed on or after January 1, 2001?

A) [IThe USPTO would consider an information disclosure statement signed by Tony
in regard to application B, if the statement signed by Tony is filed within three
months of Tony knowing the information and before the mailing date of a final
action under 37 CFR1.113, a notice of allowance under 37 CFR1.311, or an
action that otherwise closes prosecution in the application. The information
disclosure statement must be accompanied by one either (1) the appropriate fee or
(2) a statement that no item of information contained in the information disclosure
statement was cited in a communication from a foreign patent office in a
counterpart foreign application. Further, the statement must include Tony’'s
certification, after making reasonable inquiry, to his knowledge that no item of
information contained in the information disclosure statement was known to any
individual within the scope of 37 CFR1.56(c) more than three months prior to the
filing of the information disclosure statement.

(B) ] For application C, an information disclosure statement must be considered by the
Office if the statement, signed by Tony, is filed after Notice of Allowance was
mailed and on or before payment of the issue fee, and is accompanied by both the
appropriate fee, and a statement that no item of information contained in the
information disclosure statement was cited in a communication from a foreign
patent office in a counterpart foreign application. Further, the statement must
include Tony’s certification, after making reasonable inquiry, to his knowledge
that that no item of information contained in the information disclosure statement
was known to any individual within the scope of 37 CFR 1.56(c) more than three
months prior to the filing of the information disclosure statement.

© |:| No extensions of time for filing an information disclosure statement are permitted
under 37 CFR 1.136, however, if a bona fide attempt is made to comply with 37
CFR 1.98, but part of the required content is inadvertently omitted, additional
time may be given to enable full compliance.

(D) []A properly filed information disclosure statement shall be construed as a
representation that a diligent and thorough search has been made.

(E) [] The filing of an information disclosure statement shall not be construed to be an

admission that the information cited in the statement is, or is considered to be,

material to patentability as defined in 37 CFR 1.56(b).
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23. Roberto files a U.S. patent application fourteen months after he perfects an invention in
Europe. Which of the following would establish a statutory bar against the granting of a U.S.
patent to Roberto?

(A) L A foreign patent issued to Roberto 11 months prior to the filing date of Roberto’s
U.S. 